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Headnotes: 
 
1. In case of European Patents, the material proprietor is deemed to be the patent proprietor 

for the purposes of proceedings before the UPC. However, if the patent proprietor is regis-
tered in the European Patent Register or in the national register(s), it may initially rely on a 
rebuttable presumption (R. 8.5 (c) RoP). This rebuttable presumption attached to the regis-
tered patent is a strong presumption which can only be rebutted in PI proceedings if the title 
is manifestly erroneous. 

 
2. If the defendant claims that the applicant is not acting in good faith because the applicant  

has unlawfully appropriated the patent in suit to its detriment, this cannot be taken into 
account in favour of the defendant in the weighing of interests if the defendant has failed to 
bring a vindication action in due time before the national courts. 

 
3. In answering the question of whether the patent in suit is more likely to be invalid than not, 

no conclusions can be drawn from the general revocation rates of patents. Only relevant is 
the patent in suit. 

 
4. Whether a delay is unreasonable within the meaning of R. 211.4 RoP depends on the circum-

stances of the individual case. There is no fixed deadline by which the applicant must submit 
its application for provisional measures. The question is always whether the applicant’s con-
duct as a whole justifies the conclusion that the enforcement of its rights is not urgent. 
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which is jointly represented by the managing directors Thomas Klett and Sandro Gildo Mo-
randini, Herrmann-Hagenmeyer-Str. 1, 74199 Untergruppenbach, Germany  

 
2. Magna PT s.r.o., represented by its managing directors Martin Hluchý und Katarína 

Vaškovičová, Perinska cesta 282, Kechnec 044 58, Slovakia 
 
3. Magna International France, SARL, represented by its managing directors Thierry Servouse 

and Franz Trummer, 4 route de Gisy Bâtiment 26, Biévres 91570, France  
 
All Defendants represented by: Attorney-at-law Klaus Haft, Attorney-at-law Sabine 

Agé, Attorney-at-law Sebastian Kratzer, Hoyng, 
ROKH, Monegier, Steinstraße 20, 40213 Düsseldorf, 
Germany 
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EUROPEAN PATENT NO EP 3 320 604 B1 
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DECIDING JUDGES: 
 
This order was issued by Presiding Judge Ronny Thomas acting as judge-rapporteur, by the legally 
qualified judge Dr Bérénice Thom, the legally qualified judge Mélanie Bessaud and the technically 
qualified judge Alessandro Sanchini. 
 
LANGUAGE OF THE PROCEEDINGS: English 
 
SUBJECT: R. 209.1 RoP – Application for provisional measures 

SUMMARY OF THE FACTS: 

By way of an Application for provisional measures, the Applicant seeks a preliminary injunction 
and further provisional measures against the Defendants in respect of an alleged infringement of 
EP 3 320 604 B1 (thereinafter: the patent in suit).  

The patent in suit was filed on 7 July 2016 under the application number 16745796.9 in French 
language. It claims the priority of the French patent FR 1556542 (10 July 2015). The grant of the 
patent in suit was published by the European Patent office in the Patent Bulletin on 2 March 2022. 
At this point of time, the patent in suit is in force in the Federal Republic of Germany and the 
French Republic. No opposition was filed against the grant and the patent in suit has not yet been 
subject of proceedings before the UPC or any other national courts.  

On 2 August 2024, the Applicant filed an infringement action against the Defendants at the Düs-
seldorf Local Division (ACT_44736/2024, UPC_460/2024) with respect to the patent in suit. With 
regard to the French part of the patent in suit, Defendant 1) filed a vindication action before the 
Paris Court of First Instance on 13 September 2024 (see Exhibits HRM 22a-1 – 22a-85). Further-
more, on 4 October 2024, Magna Automotive Holding (Germany) GmbH filed a revocation action 
at the Central Division in Paris (ACT_54372/2024, UPC_CFI_581/2024) seeking revocation of the 
patent in suit with effect in France and Germany. 

Since 1 June 2024, the Applicant has been operating under the name Valeo Electrification with its 
registered address of business in Cergy, France. Valeo Equipements Electriques Moteur SAS, the 
former registered assignee of the patent in suit, was merged into Valeo Systèmes de Controle Mo-
teur in a first step on 31 May 2024. Subsequently, Valeo Systèmes de Controle Moteur was re-
named to Valeo Electrification, the current name of the Applicant.  

The patent in suit is titled “Machine électrique tournante munie d’un moyen de réglage de la po-
sition angulaire de l’arbre” (“Rotary electric machine equipped with a means of adjusting the an-
gular position of the shaft”). Its patent claims 1, 6 and 8 read in the decisive French version as 
follows: 

Claim 1:   

“Machine électrique tournante (10), notamment pour véhicule automobile, comportant :  

-  un stator (11) et un rotor (12) montés à l'intérieur d'un carter (16),  

- un arbre (13) comportant :  

-  à sa première extrémité un organe d'accouplement (24) comportant un pignon notam-
ment pour l'accouplement de ladite machine électrique tournante (10) avec un pignon 
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correspondant d'un élément hôte (20), et  

-  à sa deuxième extrémité une portion de réglage (65) agencée pour permettre un en-
traînement en rotation dudit arbre (13), notamment lors d'une insertion de ladite ma-
chine électrique tournante (10) dans une enveloppe (21) dudit élément hôte (20),  

le carter (16) comportant un organe d'indexation (100) agencé pour permettre l'indexation 
angulaire de ladite machine électrique tournante (10) dans une position prédéterminée lors 
de son insertion dans ladite enveloppe (21) dudit élément hôte (20) destiné à être accouplé 
avec ladite machine électrique tournante (10), 

la machine électrique tournante étant caractérisée en ce qu'elle comprend  

-  un circuit de refroidissement agencé pour permettre notamment l'écoulement d'un 
liquide de lubrification et/ou de refroidissement, par exemple une huile, à l'intérieur 
de la machine électrique tournante (10).” 

Claim 6:  

“Machine électrique tournante selon l’une quelconque des revendications précédentes, ca-
ractérisée en ce que ledit arbre (13) est configuré pour qu’un liquide de lubrification, tel que 
de l’huile puisse circuler à l’intérieur de celui-ci pour lubrifier et/ou re- 
froidir ladite machine électrique tournante.” 

Claim 8: 

“Ensemble caractérisé en ce qu'il comporte une enveloppe (21) d'un élément hôte (20) et 
une machine électrique tournante (10) telle que définie selon l'une quelconque des reven-
dications précédentes insérée dans ladite enveloppe (21).” 

In the registered English version, the aforementioned claims read as follows: 

Claim 1: 

“Rotary electric machine (10), notably for a motor vehicle, comprising:  

-  a stator (11) and a rotor (12) which are mounted inside a housing (16),  

-  a shaft (13) comprising:  

-  at its first end, a coupling member (24) comprising a pinion notably for coupling said 
rotary electric machine (10) to a corresponding pinion of a host element (20), and 

- at its second end, an adjusting portion (65) designed to allow said shaft (13) to be 
turned, notably on insertion of said rotary electric machine (10) in a casing (21) of said 
host element (20),  

the housing (16) comprising an indexing member (100) designed to allow angular indexing 
of said rotary electric machine (10) in a predetermined position upon its insertion into said 
casing (21) of said host element (20) intended to be coupled to said rotary electric machine 
(10),  

the rotary electric machine being characterized in that it comprises:  
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-  a cooling circuit designed notably to allow a lubricating and/or cooling liquid, for ex-
ample oil, to flow inside the rotary electric machine (10).” 

Claim 6: 

“Rotary electric machine according to any one of the preceding claims, characterized in 
that said adjusting portion (65) comprises a hole extending transversely with respect to said 
shaft (13) and able to accept a pin of corresponding shape.” 

Claim 8: 

“Assembly characterized in that it comprises a casing (21) of a host element (20) and a rotary 
electric machine (10) as defined in any one of the preceding claims inserted inside said casing 
(21).” 

The following downsized figures, taken from the patent in suit, illustrate the invention. According 
to the description of the patent in suit, Figure 1 is a longitudinal sectional view of a rotary electric 
machine according to the present invention:  

 

Figure 2 is a longitudinal sectional view of such a rotary electric machine without the active parts 
installed inside the host element: 
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In particular, it can be seen a stator (11) which is carried by a casing (16) configured to support the 
shaft (13) rotationally. The casing (16) comprises front and rear brackets (36, 37) assembled to-
gether. The brackets (36, 37) are hollow in shape and each carry at their centre a ball bearing (38, 
39) for the rotational mounting of the shaft (13). Moreover, on the side opposite to the coupling 
(24), an adjusting portion (65) allows rotational driving of the shaft (13) during the insertion of the 
machine (10) into the enclosure (21).  

Figure 3b is a respective view of the rotary electric machine according to the present invention: 

 

As can be seen from the figure, the indexing member (100) is constituted by a lug made on the 
traverse wall (43) of the front bracket (36). This lug (100) is arranged to be inserted into a bore of 
corresponding shape in the host element (20).  

The Applicant belongs to the Valeo Group and is, inter alia, a manufacturer of transmissions and 
transmission components. Defendants belong to the Magna Group and are also manufactures of 
transmission and transmission components. The parties have recently become competitors in the 
field of manufacturing and distributing mild hybrid technologies for motor vehicles, specifically 
electric motor generators to support conventional drives and for energy recovery. These electric 
motor generators can be referred to as “gearbox motor generators” (thereinafter: GMGs). GMGs 
can be integrated into the transmissions, in particular the HDTs mentioned above. In the past, the 
Applicant supplied such GMGs to the Defendants. Defendants 1) and 2) then incorporated the 
GMGs into the HDTs, and in particular into the hybridised gearbox 7HDT400, and supplied them 
to the vehicle manufacturer (as Tier 1 supplier), which installed these HDTs in its vehicles (OEM). 
The picture below shows such a 7HDT400 gearbox, produced by Defendants 1) and 2): 
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Defendant 1) supplies, among others, its customer BMW with the 7HDT400 gearboxes produced 
and delivered by Defendants 1) and 2). Among other things, these 7HDT400 gearboxes are in-
stalled in the BMW Mini Countryman model. Defendant 3) is a corporate office based in France. 
Its exact role is in dispute.  

The Applicant challenges the offer and distribution of the electric motor generators (GMG), as in-
stalled, for example, in the gearbox of the vehicle model BMW Mini Countryman (U25) (OEM mar-
ket) as well as the replacement parts supplied by the Defendants for the spare parts business (OES 
market) (hereinafter: challenged embodiment I). In addition, the Applicant challenges the offer 
and distribution of the 7HDT400 gearbox as an assembly comprising one of the aforementioned 
electric motor generators (GMG), which is inserted, for example, into the gearbox of the vehicle 
model BMW Mini Countryman (U25) (OEM market) (hereinafter: challenged embodiment II). Both 
parts together, for example such electric motor generators (GMG) and such gearboxes containing 
said electric motor generators (GMG), are the challenged embodiments of the present application 
for provisional measures. 

The challenged embodiments are produced by Defendants 2) at the production plant in Slovakia, 
imported into Germany by Defendants 1) and 2) in coordination with BMW and sold there for 
installation in the BMW Mini Countryman (U 25) model series at the BMW plant in Leipzig.  

The following photos show the challenged embodiment I (Magna Gearbox Motor Generator, 
GMG): 
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In addition, the following photo shows the GMG inserted in a 7HDT400 gearbox (challenged em-
bodiment II):  

 

 

INDICATION OF THE PARTIES REQUESTS: 

The Applicant finally requests: 

I. The Defendants are ordered to refrain from, 
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in 
 

the Federal Republic of Germany and/or 
the French Republic, 

 
making, offering, placing on the market or using, or importing or storing the 
product for those purposes, 

 
1.  a rotary electric machine, notably for a motor vehicle, comprising: 
 

-  a stator and a rotor which are mounted inside a casing, 
 
-  a shaft comprising: 
 

-  at its first end, a coupling member comprising a pinion notably for 
coupling said rotary electric machine to a corresponding pinion of a 
host element, and 

-  at its second end, an adjusting portion designed to allow said shaft to 
be turned, notably on insertion of said rotary electric machine in a 
enclosure of said host element, 

 
the casing comprising an indexing member designed to allow angular indexing of 
said rotary electric machine in a predetermined position upon its insertion into 
said enclosure of said host element intended to be coupled to said rotary electric 
machine, 
 
the rotary electric machine being characterized in that it comprises: 
 
-  a cooling circuit designed notably to allow a lubricating and/or cooling liq-

uid, for example oil, to flow inside the rotary electric machine. 
 

(direct infringement of claim 1 of EP 3 320 604 B1) 
 

alternatively: 
  
wherein said shaft is configured so that a lubricating liquid, such as oil, can circu-
late inside it in order to lubricate and/or cool said rotary electric machine, 
 

(direct infringement of subclaim 6 of EP 3 320 604 B1)  
 

2.  an assembly that has  
 

a host element with an enclosure and  
 
a rotary electric machine as defined in I. 1. inserted into said enclosure.  

 
(direct infringement of claim 8 of EP 3 320 604 B1); 

 
II. The Defendants are further ordered to deliver up to a bailiff, appointed by the Appli-

cant, at their own expense, any rotary electrical machines referred to in section I. in 
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stock and/or otherwise held, owned, or in the direct or indirect possession of the De-
fendants in the Federal Republic of Germany or the French Republic, within one week 
after service of this order, and to provide the Applicant’s counsel with proper evidence 
of the full and timely compliance with this order within 10 days after the delivery up 
to the bailiff, for the purpose of safekeeping, which shall continue until a final decision 
has been made on the existence of a claim for destruction between the parties or an 
amicable settlement has been reached (Art. 62(3) UPCA; R.211.1(b) RoP). 

 
III. For each individual case of non-compliance with the orders under I. or II., the respec-

tive Defendant must pay a recurring penalty payment of up to EUR 250,000 to the 
Court (repeatedly if necessary). These penalties will be determined by this Local Divi-
sion of the court upon request by the Applicant (Art. 63(2) UPCA; R. 354.3 RoP). 

 
IV. The Defendants are ordered, as joint and several debtors, to provisionally bear a share 

of the costs of the proceedings in the amount of EUR 21,000 until the claim for reim-
bursement of costs has been finally decided upon, or until an amicable settlement has 
been reached (Art. 69 UPCA; R. 211.1(d) RoP). 

 
V. The orders are immediately effective and enforceable; 
 

in the alternative: 
 
against the provision of security by Applicant in the amount of EUR 500.000, whereby 
the security can be provided in the form of a bank guarantee. 

 
The Defendants request, 
 

1. The application for provisional measures dated 3 July 2024 is refused. 
 

2. Applicant is ordered to pay the costs of the proceedings. 
 

3.a  In the alternative:  
 
 The alleged infringement is allowed to continue subject to the provision of a security 

of not more than EUR 500.000 by the Defendants within two weeks, whereby the se-
curity can be provided in the form of a bank guarantee; 

 
3.b  In the most alternative:  
 
 The enforcement of the order for provisional measures is dependent on the provision 

of security by Applicant in the amount of at least EUR 2.0 billion, whereby the security 
can be provided in the form of a bank guarantee. 

POINTS AT ISSUE: 

In the view of the Defendants, the Applicant is not entitled to commence proceedings because 
Valeo Equipements Electriques Moteur, which was merged into the Applicant, has unlawfully ex-
tracted the subject matter of at least claims 1, 6 and 8 of the patent in suit from an early collabo-
ration between Defendant 1) and the Applicant. According to the Defendants, Defendant 1) pro-
posed to the Applicant the use of oil for internal cooling of the electrical machine in question, 
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whereas the Applicant so far only used cooling (in particular external cooling) with water or air. 
The idea of including access to the rear shaft in order to hold the shaft for pressfit assembly of the 
front pinion and front bearing was at least a joint idea between the Defendant 1) and the Appli-
cant. 

Defendant 1) presented the subject matter of the asserted claims to the Applicant as requirements 
for this project. At least two of the named inventors of the patent in suit participated in this project 
at that time. Therefore, Defendants assert that Defendant 1) is the true proprietor of the patent 
in suit, at least as far as claims 1, 6 and 8 are concerned, and thus Applicant is not entitled to 
commence the present proceedings.  

Defendants also dispute an infringement of the patent in suit. On the one hand, according to the 
Defendants, Defendant 3) does not offer or sell Magna products. The company’s activities relate 
to consulting and services for the other Magna International entities. On the other hand, at least 
features 4. and 4.1. of the feature analyses below are, according to the Defendants, not imple-
mented in the challenged embodiments. In the view of the Defendants, the Applicant is relying on 
a part which is not comprised by a casing, but a separate centring sleeve which can be inserted 
into the casing: 

 

Thus, unlike in the case of an indexing member comprised by the casing, an assembler thus has to 
know that he or she must insert the centring sleeve and where to do so. According to the Defend-
ants, that is precisely the opposite of any indexing by an indexing member which is comprised by 
a casing. 

Even if the challenged embodiment would make use of the claimed teaching of the patent in suit, 
Defendants assert that they would have a licence to do so and Defendants 2) and 3) would be 
sublicensed by Defendant 1). This is because the patent in suit is qualified as a “Work Result” under 
cl. 1 of the Nomination Letter submitted as Exhibit HRM 9e and is therefore subject to the grant of 
a license under cl. 7.1. 

Defendants challenge the validity of the patent in suit at least with respect to asserted claims 1, 6 
and 8. With regard to the “more likely than not” standard, it must be borne in mind that it is gen-
erally more likely than not that a European patent is not valid as granted. Apart from that, in the 
present case, the Defendants consider that there are strong novelty-destroying prior art docu-
ments which unambiguously anticipate the subject matter of claims 1, 6 and 8. In particular, De-
fendants consider that DE 10 2012 102 798 A1 (D 1), US 2013/0145879 A1 (D 2) and a presentation 
“Moving to Wet DCT with World Class Comfort and Fuel Economy (D 3) are novelty destroying. 
Moreover, Defendants have challenged the validity on the basis of lack of inventive step, taking 
into account combinations of D 1/D 2/D 3 with D 4 (US 2012/0293027), HRM 13a (DE 10318972 
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A1) and D 5 (DE 10 2012 022 453 A1). In addition, Defendants have submitted a statement from 
the Austrian Patent Office (see Exhibit HRM 21a) in which the existence of an inventive step is 
denied. 

The Defendants further argue that the Applicant does not have a legitimate interest that out-
weighs the Defendants’ interests, taking into account the Applicant’s abusive behaviour, its breach 
of fiduciary duties and the disproportionality in the light of the potential harm that the granting of 
an injunction would cause to the Defendants and their customer BMW by threating to stop pro-
duction of a complex product (a car) based on a single “trivial” patent, as well as the harm which 
would be caused to numerous completely “innocent” third parties such as other suppliers of BMW, 
not to mention the harm caused to BMW’s customers.  

In addition, Defendants content that the Applicant has unreasonably delayed the filing of the Ap-
plication for provisional measures. In particular, Defendants assert that the Applicant has been 
aware that Magna’s e-machine would equip Magna’s HDTs for BMW vehicles since April 2023 and 
has alleged infringement of its IP rights since June 2023 without establishing the facts, for instance 
by using its contacts at BMW, requesting disclosure from the Defendant or order for inspection 
from the UPC or a national Court. Rather, the Applicant has waited until production has started so 
that it could do as much damage as possible.  

Finally, as a precautionary pleading, the Defendants should at least be allowed to continue alleg-
edly infringing acts subject to the provision of a security of not more than EUR 500.000. As utmost 
precautionary pleading, the Applicants should in case of an injunction provide adequate security 
in the amount of EUR 2.0 billion. 

The Applicant contested the Defendants arguments.  

Contrary to the Defendants’ assertion, the patent in suit is not the result of “unlawful extraction”. 
According to the Applicant, the subject matter of the invention of the patent in suit is exclusively 
and entirely based on an invention made by the Applicant who disputes that Defendant 1) made 
any contribution to the invention. This is because the invention relating to an oil-cooled machine 
was made by the Applicant in another project. The Applicant asserts that the patent in suit is the 
result of developments in the “Essencyele” mild-hybrid R&D program which started already in July 
2011.  

With respect to the 2019 Nomination Letter (Exhibit 9e), the parties explicitly state in cl. 7 that all 
development results “are owned by Valeo” or “remain the sole property of Valeo”. Therefore, it 
was explicitly agreed that Defendant 1) shall not be entitled to the resulting patents, including the 
patent in suit. Therefore, the claims asserted by the Defendants are contrary to the intent of the 
parties’ agreement and ultimately breach cl. 7 of the 2019 Nomination Letter. 

On the matter of validity, the Applicant contends that the patent in suit is valid and enforceable 
and withstands all the challenges raised by the Defendants.  

With regard to the infringement, Applicant asserts that Defendants 1) and 2) are already involved 
in the development, production and ultimately sales of the challenged embodiments, while De-
fendant 3) is involved in supporting said sales of Defendants 1) and 2). Apart from that, Applicant 
contests Defendants’ interpretation of the features relating the indexing member. According to 
the Applicant, there is no technical requirement that the casing needs to be uniformly molded by 
one single material. Furthermore, the assembling person is not presented with a machine outside 
this sleeve. This separate part is already inserted and part of the casing.  
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As for the order of provisional measures, the Applicant seeks immediate and effective relief to 
prevent the ongoing and imminent infringement by the Defendants. The Applicant considers that 
the Defendants’ argument that they and their customers will have to cease production is not sup-
ported by any affidavit, nor are any alleged damages substantiated in the Defendants’ affidavits. 
According to the Applicant, provisional measures are necessary due to the infringement of the 
patent in suit, both in terms of substance and in time, while the weighing of interest is in the Ap-
plicant’s favour. Therefore, the Applicant does not see any legitimate interest of the Defendants  
in making, offering or placing on the market or using or importing the challenged embodiment or 
storing it for these purposes in Germany or France, whether with or without providing security. 
Without a preliminary injunction, Defendants and their customers (OEMs) will continue to utilize 
the infringing products, thereby causing further damages to the Applicant. Consequently, BMW 
vehicles will not incorporate the Applicant’s non-infringing product, posing a threat of irreparable 
harm to the Applicant losing market shares inevitably. Taking a closer look to the Defendants alle-
gations, the harm is not substantiated nor would it be irreparable. Should an injunction be granted, 
it is possible that BMW may need to re-organise production in a way that disruption of the pro-
duction does not occur. Further, the end customers (of mild-hybrid cars) may experience a delay 
in receiving their vehicles. However, ultimately, the vehicles will still be sold, but this time without 
the inclusion of the challenged embodiment, which, in turn, benefits both BMW and the (commer-
cial) end costumer by avoiding patent infringement of the Applicant’s rights. In such a situation, 
the Applicant’s interest in enforcing the patent in suit takes precedence.  

According to the Applicant, it is ready to re-start production for BMW and in particular for the Mini 
Countryman, the X1 and the 2 Series Active Tourer at short time frames. Applicant’s GMG device 
was available for various BMW car models as within the Defendants’ predecessor products of the 
challenged embodiments and can therefore still be used in such BMW cars. BMW currently has 
about 36 combustion engine variants for the 1 Series, 2 Series Active Tourer, X1, X2 and the Mini 
Countryman. Only 17 currently make use of the challenged embodiments, while 11 of these 17 
were originally produced by the Applicant and can therefore be delivered by the Applicant. There-
fore, the Applicant asserts that BMW will thus still be able to produce at their factories and a pro-
duction stop is far off.  

The Applicant was supplying GMGs for the BMW car models 2 Series Active Tourer, the X1 and the 
Mini Countryman until March 2024. For these car models already having the Applicant’s GMG in 
the past, also the homologation should be available (or can only be updated) and Valeo could 
timely re-start the production of GMG suitable to be implemented in the respective BMW cars. 
This is different for the X2 and the 1 Series with Defendants’ GMGs and HDTs as these are new 
models that have been launched only in 2024. BMW most likely has never homologated the Appli-
cant’s GMG machine on these vehicles, but such homologation should be possible, given that the 
GMG have been homologated for the other car models. Once the homologation is available, the 
Applicant could re-start the production of GMGs suitable to be implemented in all these respective 
BMW cars. Thus, the Applicant assesses that BMW would not face a production stop in 2025 should 
the patent infringement injunction be granted to Valeo. In such a scenario, according to the Appli-
cant, it is far more likely that BMW would re-organise its production and focus on those car models 
not implementing the Defendants’ GMG. 

Finally, the Applicant has treated the matter with the necessary urgency. The Applicant first 
learned of the infringement on 4 June 2024. The Applicant did not know what construction and 
design the Defendants had intended for this. Moreover, the Applicant did not know of any certain 
IP right that the Defendants were using or could be using. Much more, Magna intentionally with-
held information about the competing product from Valeo despite explicit inquiries by Valeo. 
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Therefore, the Applicant did not have knowledge of the infringement, and it thus could not inves-
tigate, take the necessary measures to clarify it and obtain documents required to support its 
claims. Apart from that, the Applicant took measures far exceeding its obligations in a very early 
stage of commercial discussion. The Applicant confronted the Defendants in April 2023 with its 
knowledge that the Defendants take over GMG production. As the Defendants have rejected any 
infringement scenario and described their new technical solution as their “own development”, the 
Applicant could not verify through commercial communication and exchange with the Defendants’ 
whether any IP rights are actually infringed. As a next step, the Applicant tried to gain further in-
sights through Mr […] in December 2023, who was R&D Product Technical Leader within the Valeo 
Group and who became “Resident Engineer, responsible Quality interface between BMW produc-
tion plants in Munich and Regensburg and European Valeo sites” in March 2024. Mr […] had the 
opportunity to visit the BMW plant in Leipzig and to look into the produced cars. But at this time, 
these cars were still produced with Valeo’s GMG. On 7 May 2024, the Applicant succeeded in pur-
chasing a BMW Mini Countryman (U25) with the challenged embodiment, which was immediately 
taken to the Applicant’s R&D facilities. The Applicant required a total of nine days, from 15 May 
2024 to 24 May 2024, to properly dismantle and dissemble the vehicle’s transmission, including 
the necessary securing of corresponding evidence. The Applicant then reviewed its intellectual 
property portfolio and sent a preliminary selection to its attorneys on the evening of 31 May 2024 
to prepare a meeting on 4 June 2024. In this meeting, the disassembled HDT was then reviewed, 
analysed, and discussed for the first time by the Applicant’s patent attorneys and the R&D staff. 
The Applicant then found that the patent at issue had been infringed and is now asserting this by 
way of an Application for provisional measures.  

Reference is also made to the submissions of the parties and to the audio recording of the oral 
hearing. 

GROUNDS FOR THE ORDER: 

The Application for provisional measures is admissible. On the merits, however, the Application is 
only partially successful. 

I. 
As the Applicant is the registered proprietor of the patent in suit, it can be assumed for the pur-
poses of the PI proceedings that it is entitled to bring actions and thus also Applications for pre-
liminary injunctions and other provisional measures before the Court under Art. 47(1) UPCA in 
conjunction with R. 8.5 (a) and (c) RoP. 

1. 
R. 211.2 RoP, in conjunction with Art. 62(4) UPCA (see also Art. 9(3) Directive 2004/48/EC), pro-
vides that the Court may invite the applicant for provisional measures to provide reasonable evi-
dence to satisfy the Court to a sufficient degree of certainty that the applicant is entitled to insti-
tute proceedings under Art. 47 UPCA, that the patent in suit is valid and that it is infringed, or that 
such an infringement is imminent. 

Such a degree of certainty requires that the Court considers it at least more likely than not that 
the applicant is entitled to initiate the proceedings and that the patent is infringed. A sufficient 
degree of certainty is lacking if the Court considers it more likely than not on the balance of prob-
abilities that the patent is invalid.  

The burden of presentation and proof with respect to the facts allegedly establishing the right to 
institute proceedings and the infringement or imminent infringement of the patent, as well as 
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other circumstances allegedly supporting the applicant’s request, lies with the applicant, whereas, 
unless the subject matter of the decision is the ordering of measures without hearing the defend-
ant pursuant to Art. 62(5) UPCA, the burden of presentation and proof to the facts concerning the 
lack of validity of the patent and other circumstances allegedly supporting the defendant’s position 
lies with the defendant (UPC_CoA_335/2023, Order of 26 February 2024 – NanoString Technolo-
gies v. 10x Genomics; UPC_CoA_182/2004, Order of 25.09.2024, para. 104 –  Mammut Sports v. 
Ortovox Sportartikel). 

2. 
Based on these principles, the burden of presentation and proof is on the Applicant to show that 
its entitlement is more likely than not.  

a) 
Pursuant to Art. 47(1) UPCA, the patent proprietor is entitled to bring an action before the Court. 
With respect to European patents, R. 8.5 (a) RoP further provides that the person entitled to be 
registered as proprietor under the law of each Contracting Member State in which such European 
patent has been validated shall be treated as the proprietor whether or not such person is in fact 
recorded in the register of patents maintained in such Contracting Member States. In case of Eu-
ropean patents, therefore, the material proprietor is deemed to be the patent proprietor for the 
purposes of proceedings before the UPC (Tilmann/Plassmann, Einheitspatent, Einheitliches Pa-
tentgericht, Regel 8 EGPVerfO, Rz. 12; Luginbühl/Hüttermann/Klopmeier, Einheitspatentsystem, 
Regel 8 Rz. 5). However, if the patent proprietor is registered in a national register or in the Euro-
pean Patent Register, it may initially rely on a rebuttable presumption (R. 8.5 (c) RoP).  

b) 
Following these principles, if the Applicant is entered in the national register, it is to be regarded 
as proprietor and thus as the person entitled within the meaning of Art. 47(1) UPCA, unless and 
until the Defendants prove that the Applicant is not actually entitled to the patent in suit, despite 
its registration in the national registers.  

The rebuttable presumption attached to the registered patent is a strong presumption which may 
be rebutted in PI proceedings if the title is manifestly erroneous. Under the circumstances of the 
present case, the Applicant is definitively designated as the proprietor of the patent in suit in Ger-
many in the absence of any vindication action to justify this within the period of two years from its 
publication (Art. II § 5 IntPatÜG). 

Although a vindication action was filed with the Paris Court of First Instance, it was filed more than 
six years after the publication of the patent application naming Valeo as the proprietor. The Court 
noted that the Defendants had never challenged Valeo’s entitlement to the patent prior to the 
filing of the Application for provisional measures and the infringement action on the merits.  

The attachment to the Nomination Letter is irrelevant on this point, as the Defendants were not 
relieved of their duty in order to take care of the Applicant’s rights.  

With regard to those elements, the Defendants do not seriously dispute the strong presumption 
of the Applicant’s entitlement to apply for a preliminary injunction and further provisional 
measures pursuant to Art. 47 UPCA and R. 8.5 and 211.2 RoP. 

II.  
The following applies with respect to the scope of the patent in suit: 
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1. 
The patent in suit relates to a rotary electric machine equipped with means for adjusting the an-
gular position of the shaft.  

As stated in the introduction to the patent in suit, it is known per se that rotary electric machines 
comprise a stator and a rotor secured to a shaft. The rotor may be secured to a driving and/or 
driven shaft and may belong to a rotary electric machine in the form of an alternator, an electric 
motor, or a reversible machine capable of operating both modes (para. [0002]). 

The stator is mounted in a casing configured to support the shaft rotationally, for example through 
rolling bearings. The rotor includes a body formed by a stack of sheet metal laminations held in a 
bundle by means of a suitable fastening system, such as rivets that axially traverse the rotor body 
from one end to the other. The rotor includes poles formed, for example, by permanent magnets 
housed in cavities in the rotor’s magnetic mass, as described for example in EP 0 803 962. Alterna-
tively, in an architecture known as “salient pole”, the poles are formed by coils wound around 
arms of the rotor (para. [0003]). 

Furthermore, the stator has a body constituted by a stack of thin laminations forming a crown, the 
inner face of which is provided with notches open inward to receive phase windings. These  
windings pass through the notches of the stator body and form protruding winding ends on both 
sides of the stator body. The phase windings are obtained, for example, from a continuous wire 
coated with enamel or from pin-shaped conductive elements connected by welding. These wind-
ings are polyphased windings connected in star or delta configuration, with outputs connected to 
a voltage rectifier bridge (para. [0004]).  

In the context of vehicle hybridisation, a high-power reversible rotary electric machine can be in-
tegrated into various elements of a drivetrain. Thus, the machine can be coupled to a gearbox, 
clutch, or vehicle differential. The electric machine is then able to operate in alternator mode to 
provide energy to the battery and the vehicle’s on-board network, and in motor mode, not only to 
ensure the start of the internal combustion engine but also to contribute to the vehicle’s propul-
sion, alone or in combination with the internal combustion engine.  

To the extent that the patent in suit refers to several documents in para. [0008] of the description, 
Figure 1 of DE 10 318 972 A1 is shown below in a version coloured and labelled by Defendants: 

 

In addition, Figure 1 of FR 2898739 A1 is shown below in extracts in a comparable version: 
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Against this background, according to the description the objective of the patent in suit is to facil-
itate the mounting of the electric machine inside the host element mechanically coupled to the 
machine (para. [0007]). 

As a solution, the patent in suit provides in claim 1 a rotary electric machine characterised by the 
following features: 

1.  Rotary electric machine (10), notably for a motor vehicle. 

2.  The rotary electric machine (10) comprises a stator (11) and a rotor (12) which are 
mounted inside a casing (16). 

3.  The rotary electric machine (10) comprises a shaft (13). 

3.1.  The shaft (13) comprises, at its first end, a coupling member (24) comprising a 
pinion notably for coupling said rotary electric machine (10) to a corresponding 
pinion of a host element (20). 

3.2.  The shaft (13) comprises, at its second end, an adjusting portion (65) designed to 
allow said shaft (13) to be turned, notably on insertion of said rotary electric ma-
chine (10) in an enclosure (21) of said host element (20). 

4.  The casing (16) comprises an indexing member (100). 

4.1. The indexing Member (100) is designed to allow angular indexing of said rotary 
electric machine (10) in a predetermined position upon its insertion into said en-
closure (21) of said host element (20) intended to be coupled to said rotary elec-
tric machine (10).  

5. The rotary electric machine (10) comprises a cooling circuit designed notably to allow 
a lubricating and/or cooling liquid, for example oil, to flow inside the rotary electric 
machine (10). 

It is rightly common ground between the parties that the French words “carter” and “enveloppe” 
should be translated as “casing” and “enclosure”, contrary to the published English translation. 
The feature analysis shown above is therefore based on this translation.   



 

18 

2. 
Some of these features require interpretation. 

a) 
Pursuant to Art. 69 EPC in conjunction with the Protocol on its interpretation, the claim is not only 
the starting point but also the decisive basis for determining the scope of protection of a European 
patent. The interpretation of a claim is not based solely on its exact wording in the linguistic sense. 
Rather, the description and the drawings must always be consulted as aids to interpreting the pa-
tent claim, and not only to clarify any ambiguities in the patent claim. However, this does not mean 
that the patent claim serves merely as a guideline and that its subject-matter also extends to what, 
after examination of the description and drawings, turns out to be the patentee’s claim for pro-
tection (UPC_CoA_335/2023, Order of 26 February 2023 in connection with Order of 11 March 
2024 – 10x Genomics v. NanoString; UPC_CoA_182/2024, Order of 25 September 2024 – Mammut 
Sports v. Ortovox Sportartikel; UPC_CFI_165/2024 (LD Düsseldorf), Order of 6 September 2024 – 
Novartis v. Celltrion). 

b) 
As the Defendants correctly point out, the technical field in question is the field of electric ma-
chines, in particular electric machines for automotive applications. While electric machines com-
prise electric parts, they also comprise mechanical parts. The patent in suit focuses on certain 
technical aspects of a rotary electric machine, in particular on the assembling and lubricating/cool-
ing of certain parts of the machine. Ensuring that the machine is easily assembled, cooled and 
lubricated in a sufficient manner is a typical task for a mechanical engineer. Thus, the skilled person 
of the technical field in question would be a mechanical engineer which is experienced in the field 
of mechanical engineering, in particular in the field of drivetrain engineering. 

c) 
Having said that, the following applies in the case at hand: 

aa) 
According to the invention, the rotary electric machine (10) comprises a stator (11) and a rotor 
(12) which are mounted in a casing (16) (features 1. and 2.).  

bb) 
Feature 3.1. requires that the shaft comprises, at its first end, a coupling member (24) comprising 
a pinion. The pinion may be a fitted pinion assembled on the shaft (13) or a pinion of another type 
(para. [0040]). Claim 1 leaves the more detailed technical design of the pinion open. To the extent 
that the pinion shall be “notably for coupling said rotary electric machine (10) to a corresponding 
pinion of a host element”, it only follows that the pinion must be suitable for such a coupling in 
principle. As long as this is the case, no further technical requirements can be derived. 

Feature 3.2. deals with the other side of the shaft where an adjustment portion (65) should be 
located, designed to allow said shaft to be turned. Feature 3.2. requires no more. In particular, it 
does not contain any further specifications as to how the adjustment portion should be technically 
designed in detail. The skilled person will only understand from feature 3.2 that the turnability of 
the shaft should be given in particular on insertion of said rotary electric machine in an enclosure 
of the host element. However, the skilled person will learn why this turnability is required from 
para. [0053], where it is stated (in English translation): 

“[…] Moreover, on the side opposite the coupling member 24, an adjusting portion 65 allows rota-
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tional driving of the shaft 13 during the insertion of the machine 10 into the enclosure 21. This facil-
itates the coupling of the machine 10 with the host element 20 by allowing, through rotation of the 
shaft via portion 65, the insertion of the teeth of the pinion of the host element 20.” 

The arrangement described in feature 3.2. thus allows the shaft to be moved when the electric 
machine is fitted, so that the teeth of the pinion (10) and the teeth of another pinion in the hosting 
element can interlock. Insofar as subclaims 2. to 5. and para. [0054] describe possible embodi-
ments of the adjusting portion (project out from the housing of the machine; comprising at least 
one flat; adjusting portion has a hollow configured to allow the shaft to be turned; adjustment 
portion comprises a hole extending transversely with respect to said shaft and able to accept a pin 
of corresponding shape), these are only preferred embodiments to which the invention is not lim-
ited. 

cc) 
According to features 4. and 4.1., the casing comprises an indexing member (100), which is de-
signed to allow angular indexing of said rotary electric machine (10) in a predetermined position 
upon its insertion into said enclosure (21) of said host element (20) intended to be coupled to said 
rotary electric machine (10).  

On this basis, the skilled person will recognise that the indexing member, which is part of the cas-
ing, is described only in functional terms. Any component of the casing which is designed to allow 
angular indexing of the rotary electric machine as described above satisfies the requirements of 
features 4. and 4.1. Furthermore, it is at the discretion of the skilled person whether this compo-
nent is designed in one or more parts. The technical background to the requirement for an indexing 
member is explained to the skilled person in para. [0073] in the description of a preferred embod-
iment. There it is stated in English translation: 

“To ensure that the opening 97 is in the lower position to allow the liquid to flow by gravity via the 
outlet 97, the casing 16 includes an indexing member 100 arranged to enable the angular indexing 
of the machine 10 relative to the enclosure 21 upon its insertion into the enclosure 21.” 

Furthermore, para. [0074] describes one possible technical design of such an indexing member as 
follows: 

“In the exemplary embodiment, the indexing member 100 shown in Figures 3b, 4, and 5 is constituted 
by a lug made on the traverse wall 43 of the front bracket 36. This lug 100 is arranged to be inserted 
into a bore of corresponding shape in the host element 20. The lug 100 may be type fitted relative to 
the casing 16 or alternatively, come from material with the casing 16. The lug 100 is also configured 
to prevent rotation of the machine 10. The lug 100 has a section suitable for contributing a resisting 
at least part of the forces developed by the operating electric machine.” 

The description thus ultimately only repeats the requirement already included in feature 4.1., 
whereas the indexing member is designed to allow angular indexing of said rotary machine in a 
predetermined position upon its insertion into the casing of the host element intended to be cou-
pled to the rotary machine. 

dd) 
In addition, the machine has a cooling circuit according to feature 5. Claim 1 leaves the more de-
tailed technical design open. Insofar as feature 7 further characterises the cooling circuit in that it 
is “designed notably to allow a lubricating and/or cooling liquid, for example oil, to flow inside the 
rotary electric machine (10)”, it follows that the cooling circuit must be suitable to allow an appro-
priate flow of lubrication and/or cooling fluid within the electrical machine. As long as this is the 
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case, the more detailed technical design of the cooling circuit is left to the skilled person. Nothing 
else follows from the use of the word “notably.” In particular, it cannot be concluded from this 
that a suitability as described before is dispensable (“designed notably to allow…”). On the other 
hand, where feature 7. mentions the use of oil as a liquid, this is expresses verbis an example. Oil 
can therefore be used as a lubricant and/or coolant. However, any other coolant and/or lubricant 
is also acceptable. 

ee) 
Claim 1 does not merely protect an aggregation of individual features. The Court does not agree 
with the dissenting opinion of the Austrian Patent Office (Exhibit HRM 21a p. 7) which is not ex-
plained in detail. Even if the wording of the claim does not directly establish a relationship between 
the individual features, they nevertheless interact technically to facilitate the mounting of the elec-
tric machine inside the host element, to be mechanically coupled with the machine in a correct 
position, given the presence of a cooling circuit designed to allow a lubricating/cooling liquid to 
flow inside the rotary machine. While the shaft is turned by the adjusting portion (65) to allow the 
pinion to be coupled with a corresponding element in the hosting element, the indexing member 
is designed to allow indexing of the rotary electric machine (10) in a predetermined position upon 
its insertion into said enclosure (21) of said host element (20) intended to be coupled to said rotary 
electric machine (10). 

More in detail, inserting the electric rotary machine into the host element implies an axial transla-
tion of the machine. To this purpose, further to correctly orienting the rotary electric machine as 
a whole (which is provided by the indexing member), it is necessary that the teeth of the pinion of 
the coupling member (24) carried by the shaft enter the spaces of (and not be blocked by) the 
teeth of the corresponding pinion of the host element (see e.g. paras. [0053] - [0054] of the pa-
tent). The adjusting portion on the shaft allows for such correct positioning of the teeth of the 
coupling element, whose position – before adjustment – is affected by the angular orientation of 
the casing of the machine as predetermined by the indexing member. Therefore, the indexing 
member and the adjusting portion at the second end of the shaft combine synergically to facilitate 
insertion of the electric rotary machine into the hosting element.  

III. 
On the basis of such an understanding of the scope, the validity of the patent in suit is reasonably 
certain. 

1. 
As confirmed by the Court of Appeal a sufficient degree of certainty regarding the validity of the 
patent in suit lacks if the Court considers it on the balance of probabilities to be more likely than 
not that the patent is invalid. The burden of presentation and proof for facts concerning the lack 
of validity of the patent in suit lies with the defendant (UPC_CoA_335/2023, Order of 26 February 
2024 - NanoString/10x Genomics, see p. 26-27; UPC_CoA_182/2024, Order of 25 September 2024 
– Mammut Sports v. Ortovox Sportartikel). It should be noted that the assessment of these prob-
abilities is based on an examination of how the Court – consisting of a panel including a technical 
qualified judge – would probably decide about the revocation of the patent in the event of a coun-
terclaim on the merits. Decisions of other European Courts or decisions of the EPO concerning the 
same patent do not bind the Court but may provide helpful indications which the Court may take 
into account.  

2. 
Based on these principles, the validity of the patent in suit is more likely than its invalidity. 
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a) 
Insofar as the Defendants refer to the revocation rates of patents, such general statistical consid-
erations cannot be accepted simply because no conclusions can be drawn from them. Only rele-
vant is the validity of the patent in suit (see R. 211.2 RoP “patent in question”). Moreover, the 
figures provided by the Defendants only show high revocation rates of patents challenged by op-
position or revocation proceedings. However, these are only of patents granted (UPC_CFI_2/2023 
(LD Munich), Order of 15 September 2023, p. 58 = GRUR 2023, 1513, 1520, para. 151 – 10x Ge-
nomics v. NanoString; UPC_CFI_452/2023 (LD Düsseldorf), Order of 9 April 2024 = GRUR 2024, 932, 
para 82 – Ortovox Sportartikel v. Mammut Sports). 

b) 
With regard to claims 1 and 8, the patent in suit is more likely to be valid than invalid. 

aa) 
In order to assess novelty within the meaning of Art. 54(1) EPC, the entire content of the prior art 
document must be determined. The question is whether the subject-matter of the patent, with all 
its features, is directly and unambiguously disclosed in the prior art document. 

(1)  
Based on these principles, the invention is new compared to D 1 (DE 10 2012 102 798.6). 

(aa) 
The figure below shows Figure 1 of D 1 in a version coloured and labelled by the Defendants: 

 

(bb) 
Contrary to the Defendants’ opinion, an adjusting portion (65) within the meaning of feature 3.2. 
is not disclosed in this prior art document. 

D 1 does not expressly mention that the second end of the shaft can be used as an adjusting por-
tion. According to the Defendants, the cylindrical shaft end of the sun wheel shaft (22) is to be 
identified as an adjusting portion, in particular since it is easy accessible via a tool, either before 
the brake flange (27) is mounted or afterwards through the cylindrical opening of the flange (27). 
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It might be that the skilled person would see that the break flange (27), which is coupled with the 
second end of the shaft, could be turned manually, if necessary, for example to obtain a proper 
mesh of the sun’s teeth with the teeth of the planets, or that the shaft could be accessed directly 
before the break is mounted, for adjusting purposes. However, D 1 is silent on this function. 
Whether the skilled person considers this feature to be disclosed simply by looking at the figure 
seems is at least questionable. 

(cc) 
The same applies with regard to features 4. and 4.1. (indexing members). 

Even if bores could in principle also be an indexing member within the meaning of the patent in 
suit, the description of D 1 does not deal with this function in detail. The bore is not even provided 
with a reference sign in the figure. It is questionable whether the skilled  person would neverthe-
less regard these bores as an indexing member within the meaning of features 4. and 4.1. of the 
patent in suit, solely on the basis of a cross-sectional drawing. In any event, it cannot be established 
that it is more likely than not that the patent in suit is invalid on the ground of lack of novelty in 
relation to D 1. This is also true in view of the fact that the cooling channels appear to be such that 
it is not possible to insert the machine in an incorrect position.  

(2) 
The invention is also new compared to D 2 (US 2013/0145879 A1). 

(aa) 
The following illustration shows Figure 1 of this document in a version coloured by the Defendants: 

 

Figure 1 shows an electric motor (4) and the power transmission device (2) which transmits driving 
force generated by the electric motor (4) to left and right wheels of a vehicle (para. [0018]).  

(bb) 
Document D 2 does not disclose an adjustment portion (feature 3.2.). 
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As can be seen from the illustration below, Figure 1 shows a maintenance opening (34) which is 
covered by a disc plate (32) that can be removed (colouring and labelling by Defendants): 

 

In so far as Defendants assert that, once the disc plate has been removed, the second end of the 
shaft is immediately accessible and the skilled person would use it also to create the correct spline 
connection at the other end of the shaft, the Court does not share this opinion. Although the 
maintenance opening may be used for maintenance operations, the second end of the shaft has 
no particular shape such that it could be assimilated to the adjustment portion of the patent in 
suit. Therefore, the skilled person looking at the second end of the shaft in the figure above would 
see that as a side view of a cylindrical surface, which, even though in principle it could be operated 
by hand, has a shape that does not suggest an adjustment portion. 

(cc) 
In addition, there is no disclosure of an indexing member within the meaning of features 4. and 
4.1. 

In this context, Defendants submit that the tightening bolts, as illustrated below, are pushed 
“through holes” that are formed in the outer edge of the second end wall (30b) of the motor hous-
ing (6) and then screwed into “threaded bores” that are formed in the side wall ((8a)/first half 
portion) of the gear housing (8): 
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Although claim 1 does not require that the indexing member ensures that the assembly can be 
carried out in exactly one position, the indexing member is nevertheless a component that allows 
to obtain the correct positioning when several, potential positions would be available. Such com-
ponent is not necessary in the design shown above. The components can only be installed in one 
position anyway. There are several parts that must match when the casing of the electric machine 
is connected to the housing of the host. 

(3) 
Document D 3 is a presentation “Moving to Wet DCT with World Class Comfort and Fuel Economy”  
(see HRM 18c.1 – HRM 18c.3).  

In so far as the Defendants claim that this presentation was held at a congress in Friedrichshafen 
in 2015 and that the presentation material was available for download on the internet, it can be 
assumed in favour of the Defendants, without further examination, that this is sufficient to make 
this information available for the public. Nevertheless, it is not apparent that all features of claim 
1 are disclosed in this presentation.  

Defendants do not comment on the content of the presentation itself. Instead, they merely refer 
to two illustrations, which are shown below:  

  

Only the drawing on the left is included in the original presentation. The drawing on the right was 
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made by the Defendants (see Objection, para. 263: “In the following a labelled detail as well as a 
redrawn, coloured and labelled detail of the illustration of the integrated electric machine on slide 
24 of D3b…”). It is not apparent that, on this basis, a rotary electric machine with all the features 
of claim 1 would already be shown in the presentation. 

bb) 
When the Defendants address the lack of inventive step, they do so firstly with respect to the lack 
of disclosure of an “indexing member” or with respect to claim 8. However, as explained above,  
D 1, D 2 and D 3 do not disclose an adjustment portion within the meaning of feature 3.2. The 
Defendants’ submissions do not indicate that such a member is suggested by D 4, D 5 and D 6.  

Against this background, in so far as the Defendants refer – with regard to the disclosure of an 
adjustment portion – to a combination of D 1/D 2 and D 3 with Exhibit HRM 13a (prior art docu-
ment DE 103 18 972 A1, which is also mentioned in para. [0006] of the patent in suit), it is correct 
that DE ‘972 discloses an adjustment portion. However, it lacks the disclosure of an indexing mem-
ber. In order to obtain the solution claimed in claim 1, the skilled person would therefore have to 
combine at least 3 prior art documents unless claim 1 is only an aggregation. This is, as explained 
in detail above, not the case. 

Against this background, the statement of the Austrian Patent Office (see Exhibit HRM 21a, p. 6) 
does not provide any reason to conclude that invalidity is more likely than validity. The Austrian 
Patent Office only came to the conclusion of a lack of an inventive step because it assumed such 
an aggregation. The Panel does not share this point of view.  

cc) 
To the extent that the Defendants also challenge the validity with regard to Art. 65(2) UPCA in 
conjunction with Art. 138(1)(e) EPC, it should also be noted that the Applicant is the registered 
proprietor of the patent in suit. As explained in detail above, the register gives rise to a strong 
presumption which can be rebutted in PI proceedings only if the title is manifestly erroneous. Only 
then is it more likely than not that the patent in suit invalid due to lack of entitlement. 

In order for the ground of invalidity of Art. 138(1)(e) EPC, the Defendants would have to prove that 
the Applicant is not entitled under Art. 60(1) EPC despite being entered in the registers. It should 
also be noted that the Defendants in Germany did not file a vindication action within the two-year 
period (Art. II § 5 IntPatÜG). In France, the vindication action was filed more than six years after 
the publication of the patent application naming Valeo as proprietor, so that the Defendants never 
challenged Valeo’s entitlement to the patent before filing the Application for provisional measures 
and the infringement action. 

Taking all these circumstances into account, it is at least not more likely than not that the patent 
in suit is invalid on the basis of Art. 138(1)(e) EPC. This is sufficient for the PI proceedings. Whether 
the Applicant is neither an inventor nor a co-inventor under Art. 60(1) EPC will have to be decided 
in detail in the proceedings on the merits. 

IV. 
The Panel also finds that it is more likely than not that that the patent in suit is infringed by the 
Defendants’ offer and distribution of the challenged embodiments I and II in the Contracting Mem-
ber States Germany and France (Art. 25(a) UPCA). The challenged embodiments make use of the 
technical teaching of claims 1 of the patent in suit. In addition, all features of claim 8 are imple-
mented in the challenged embodiment II. 
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Insofar as the Applicant seeks a preliminary injunction in respect of the manufacture of the chal-
lenged embodiments I and II, the manufacture takes place exclusively in Slovakia. The patent in 
suit is not in force there. 

1. 
Defendants rightly do not dispute that features 1. to 3.2., and 5. are implemented, so that no fur-
ther explanation is necessary in this respect.  

In addition, the challenged embodiments also have an indexing member as defined in features 4. 
and 4.1. The indexing member is shown on the left of the following photographs. One side of the 
enclosure of the host element (gearbox) is shown in the right-hand photograph. The specific part 
of the enclosure of the host element which is engaged by the indexing member (indicated by the 
red arrow) is shown in the bottom photograph).  

 

 

The interlocking of the indexing member with the specific part of the enclosure that receives the 
indexing member prevents the rotary electrical machine from rotating as a whole. This allows for 
the angular indexing of the rotating electrical machine in a predetermined position when it is in-
serted inside the enclosure of the host element. 

To the extent that Defendants contest the realisation of features 4. and 4.1. on the ground that 
the part on which the Applicant relies is not comprised by the casing but a separate centering 
sleeve which can be inserted into the housing, this is not convincing. As explained above, the in-
dexing member does not need to be made in one piece. Claim 1 also leaves open the material of 
the indexing member. It is undisputed that the assembling person is not presented with a machine 
without this sleeve: This separate part is already inserted and is part of the casing. The design to 
be found in the challenged embodiment thus corresponds to that which is also described in para. 
[0074]).  

2. 
Rightly Defendants have not independently disputed that the challenged embodiment II makes 
use of claim 8 of the patent in suit.  
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As far as claim 8 requires that the assembly comprises a casing of a host element a rotary machine 
inserted inside said housing, the challenged embodiment II – the full 7HDT400 gearbox – is config-
ured accordingly: 

 

 

Furthermore, the assembly is also characterised in that it has a rotary electric machine as defined 
in claim 1 into said enclosure, as can be seen from the pictures below: 



 

28 

 

3. 
The Defendants are cumulatively liable because they act in a close and interdependent relationship 
due to their structure as a large group of companies (UPC_CFI_165/2024 and UPC_CFI_166/2024 
(LD Düsseldorf), Order of 6 September 2024 – Novartis v. Celltrion).  

Defendant 1) supplies various automobile manufacturers with transmissions, in particular with so-
called “Hybridized Dual Clutch Transmissions” (HDTs). It is also undisputed that Defendant 1) sig-
nificantly developed the challenged embodiments in Germany and manufactured the products in 
its plant in Neuenstein, Germany, until series production later begun in the newly opened plant of 
Defendant 2) in Slovakia. 

Defendant 2) manufactures these HDTs on behalf of Defendant 1) at its plant in Kecnec, Slovakia. 
It remained undisputed that the challenged embodiments manufactured by Defendant 2) in Slo-
vakia are imported to Germany by Defendants 1) and 2) in coordination with BMW and sold there 
for installation in the BMW plant in Leipzig.  

Even if Defendant 3) has no direct sale and marketing activity (underlining added by the Court), as 
alleged by the Defendants, it provides sales support to Magna International business divisions (see 
Exhibit HRM 1). It thus actively supports the offer and distribution of the challenged embodiments 
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in Germany and France and is therefore also responsible for the infringement of the patent in suit. 

4. 
Defendants have not been able to sufficiently demonstrate that they would be entitled to use the 
invention protected by the patent in suit on the basis of a licence. In particular, the submissions to 
date do not allow the conclusion that the invention was licensed by the 2019 Nomination Letter 
(Exhibit HRM 19e). 

R. 7 of this Nomination Letter reads as follows: 

 

Pursuant to R. 7.1. of this Letter, Valeo grants to Magna the non-exclusive, perpetual, worldwide, 
transferable and royalty-free right to use the Work Results, unrestricted in terms of content and 
duration (underlining added by the Court). What is to be understood by the results of such work 
is set out in R. 1 of the Letter, which states, inter alia: 
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The starting point was therefore the GMG 48V system developed by Valeo before 1 April 2014, 
including an electric motor. According to the Letter, this system had to be adapted to the MAGNA 
HDTx0x gearbox on the basis of information provided by Magna. The resulting “Work Results” in-
clude the development of mechanical interfaces with MAGNA HDTx0x Gearbox (fixations/inter-
faces, e.g. shaft, pinion, bearing). The interfaces to be developed are therefore considered work 
results. In contrast, a separate GMG developed by MAGNA is not such a work result und therefore 
also not licenced according to R. 7.1. of the Letter. 

In so far as Defendants accuse the Applicant that the patent in suit should then have been included 
in the list of Valeo industrial property rights to be submitted in accordance with R. 7.3, but was not 
included in the list (see Exhibit HRM 23), this does not require further consideration. Even if the 
Applicant had violated this obligation, no right of use of the Defendants to the patent in suit can 
be derived from this.  

V. 
According to Art. 62(2) UPCA in conjunction with R. 211.3 RoP, the Court has discretion to weigh 
the interests of the parties against each other, taking into account in particular any harm that 
might be caused to one of the parties by the granting of provisional measures or the dismissal of 
the application (UPC_CoA_182/2024, Order of 25 September 2024, para. 225 – Ortovox 
Sportartikel v. Mammut Sports). In the present case, this weighing up of interests is in favour of 
the Applicant. However, the interests of the Defendants make it necessary in the case at hand, as 
a very special exception, to limit the scope of the preliminary injunction. 

1. 
In weighing the interests, the Court will take into account any unreasonable delay in applying for 
provisional measures under R. 211.4 RoP in conjunction with R. 209.1 (b) RoP . This is based on the 
fact that the patentee, by acting in such a way, shows that the enforcement of its rights is no longer 
urgent for him. In such a situation, there is no need to order provisional measures. In the case at 
hand, however, there is no indication of such unreasonable delay on the part of the Applicant.  

a) 
The temporal urgency required for the order of provisional measures is lacking only if the infringed 
party has been so negligent and hesitant in pursuing its claims that, from an objective point of 
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view, it must be concluded that the infringed party has no interest in the prompt enforcement of 
its rights and that it is therefore not appropriate to order provisional measures (cf. also UPC_CFI 
2/2023 (LD Munich), Order of 19 September 2023, 1513, 1524 – Nachweisverfahren; 
UPC_CFI_452/2024 (LD Düsseldorf), Order of 9 April 2024, p. 27, GRUR-RS 2024, 7207, para. 126; 
UPC_CFI_151/2024 (LD Hamburg), Order of 3 June 2024 – Ballinno v. UEFA).  

Pursuant to Rule 213.2 RoP, the Court may, as part of its decision-making process, require the 
Applicant to submit all reasonably available evidence to ensure that it can be sufficiently certain 
that the Applicant is entitled to initiate proceedings under Art. 47 UPCA, that the patent in ques-
tion is valid and that its right is being infringed or threatened with infringement. In urgent pro-
ceedings, the Applicant must typically respond to such an order within a short period of time, 
which requires appropriate preparation of the proceedings. The Applicant therefore only needs to 
apply to the Court if it has reliable knowledge of all the facts that make legal action in the proceed-
ings for provisional measures promising and if they can substantiate these facts. The Applicant 
may prepare for any possible procedural situation that may arise, based on the circumstances, in 
such a way that it can present the requested information and documents to the Court upon such 
an order and successfully rebut the arguments of the Defendants’ side. In principle, the Applicant 
cannot be instructed to carry out any necessary subsequent investigations only during ongoing 
proceedings and if necessary to obtain the required documents after the fact. On the other hand, 
the Applicant must not delay proceedings unnecessarily. As soon as it has knowledge of the alleged 
infringement, it must investigate it, take the necessary measures to clarify it and obtain the docu-
ments required to support its claims. In doing so, it must diligently initiate and complete the re-
quired steps at each stage (UPC_CFI_452/2023 (LD Düsseldorf), Order of 9 April 2024, GRUR-RS 
2024, 7207, para. 128; UPC_CFI_151/2024 (LD Hamburg), Order of 3 June 2024 – Ballinno v. UEFA).  

On this basis, the waiting period within the meaning of R. 211.4 RoP is to be measured from the 
date on which the Applicant is or should have been aware of the infringement which would have 
enabled him to file a promising Application for provisional measures in accordance with R. 206.2 
RoP. Whether a delay is unreasonable within the meaning of R. 211.4 RoP depends on the circum-
stances of the individual case (UPC_CoA_182/2024, Order of 25 September 2024, paras. 228 and 
232 – Mammut Sports v. Ortovox Sportartikel). Insofar as a period of one month was mentioned 
in previous orders (UPC_CFI_463/2023 (LD Düsseldorf), Order of 30 April 2024, 
ORD_598272/2023, 10x Genomics v. Curio Bioscience; see also UPC_CFI_151/2024 (LD Hamburg), 
Order of 3 June 2024 – Ballinno v. UEFA), this is not to be understood as a fixed deadline. Rather, 
it depends on the circumstances of the individual case. Ultimately, the question is always whether 
the Applicant’s conduct as a whole justifies the conclusion that the enforcement of its rights is not 
urgent. 

b) 
Having this said, in the case at hand the Applicant did not wait for an unreasonably long time. 

It is undisputed that the market launch (announced delivery date in the media) of the third gener-
ation of the Mini Countryman (U25) took place on 16 February 2024, whereas these vehicles were 
initially not equipped with the challenged embodiments. The Applicant therefore had to cancel its 
first order for such a BMW Mini Countryman (U25). Defendants have also not contested the fact 
that the Applicant was not in a position to place an order until 7 May 2024, whereas the Applicant 
received the BMW Mini Countryman (U25) containing the challenged embodiment on 15 May 
2024 (Exhibits B&B 11, B&B 11a, B&B 12, B&B 12a). As parts of the challenged embodiments are 
permanently installed in the gearbox of the vehicle and are not accessible from the outside, the 
vehicle was therefore immediately taken to the Applicant’s R&D facilities in Créteil, France, and 
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later in Saint-Quentin-Fallavier, France, for proper disassembly and detailed examination for pos-
sible infringements of intellectual property rights. It therefore took the Applicant a total of nine 
days to dismantle and disassemble the vehicle’s transmission, including the necessary preservation 
of evidence (Exhibit B&B 13). Taking into account the work required, even the Defendants do not 
claim this period is unreasonably long. 

The Applicant further explained that it had already set up a team of experts during the dismantling 
process, including inventors, patent attorneys, technical staff, and the attorneys acting as repre-
sentatives of this application. A meeting with all parties was scheduled for 4 June 2024 in Créteil. 
The Applicant then reviewed its intellectual property portfolio and sent a preliminary selection to 
its attorneys on the evening of 31 May 2024 in preparation of this meeting. Then, on 4 June 2024, 
the dissembled HDT was reviewed, analysed and discussed for the first time by the Applicant’s 
patent attorneys together with the attorneys and the R&D staff. As a result, the Applicant filed its 
Application for provisional measures on 1 July 2024, less than one month later. It is not apparent, 
nor is it argued by the Defendants, that there is any unreasonable delay at this stage. 

The Court does not share Defendants’ view that the Applicant should have acted much earlier.  

It can be assumed in favour of the Defendants that the Applicant knew since 2023 that the De-
fendants were working on a replacement for the Applicant’s product (see also Exhibits HRM 19a – 
HRM 19g). However, Defendants have not been able to provide any concrete evidence that the 
Applicant already knew the specific technical implementation at that time. Only such knowledge 
would have enabled the Applicant to scan its patent portfolio on this basis, to identify potentially 
infringed patents and to initiate further steps, including possible applications for inspection. The 
case thus differs significantly from the order of the Hamburg Local Division (UPC_CIF_151/2024, 
Order of 3 June 2024 – Ballinno v. UEFA). In that case, the applicant’s legal predecessor was aware 
of important technical details of the challenged embodiment at an early stage. This knowledge led 
to a warning letter to which the defendants replied. On the basis of this correspondence, the ap-
plicant was aware of some important aspects of the allegedly infringing product at an early stage, 
whereas the Hamburg Local Division considered that the applicant had acted hesitantly. In the case 
at hand, however, the Applicant did not initially have such knowledge of technical details. It is 
unlikely that a request for such information from the Applicant to the Defendants would have been 
successful in view of the already pending dispute between the parties regarding the Applicant’s 
future scope of supply. The absence of such a request cannot therefore be held against the Appli-
cant.  

Against this background, the Applicant had to examine the challenged embodiment itself. It is not 
apparent that it could have carried out such an examination earlier, or at least that it could have 
become aware of further technical details of the challenged embodiment at an earlier stage. This 
also applies taking into account Applicant’s inspection of the BMW plant in Leipzig on 13 December 
2023. It remained undisputed that the BMW Mini Countryman (U25) produced there was still 
equipped with a GMG produced by the Applicant. Therefore, the inspection did not provide any 
information on the technical design of the challenged embodiment. It does not appear that the 
Applicant’s employee who carried out the inspection was made aware of, or even had the oppor-
tunity to inspect, the pre-series of Magna’s product which was apparently present in the factory 
during his inspection. That the Applicant was aware, or at least should have been aware of this 
pre-series cannot be derived from Defendants’ submissions. 

2. 
The interests of the Applicant outweigh those of the Defendants. It is therefore justified to grant 
a preliminary injunction in the case at hand. 
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a) 
From a substantive point of view, it is necessary to grant provisional measures. 
 
aa) 
The granting of provisional measures is at the discretion of the Court after weighing the interests 
of the parties, Art. 62(1) UPCA, R. 211.3 RoP. In this context, the relationship between the pro-
ceedings on the merits and PI proceedings must be taken into account. From a procedural point of 
view, the main proceedings are the rule, whereas summary proceedings, with their summary ex-
amination and the possibility of a subsequent legal defence only, are the exception. The question 
must therefore be asked whether the granting of provisional measures is necessary and required 
in view of the later decision in the proceedings on the merits, e.g. whether it is unreasonable for 
the Applicant to wait until the conclusion of the main proceedings in view of a possible review of 
the PI order and the associated effects on the defendant. In this context the interests of the parties 
have to be balanced. Although irreparable harm is not a necessary condition for ordering provi-
sional measures (UPC_CoA_182/2024, Order of 25 September 2024, para. 237 – Mammut Sports 
v. Ortovox Sportartikel; EJC, C-44/21, Decision of 28 April 2022 – Phoenix/Harting, 
ECLI:EU:C:2022:309, para. 32), it has to be assessed whether it is unreasonable for the Applicant 
to wait until the conclusion of the proceedings on the merits, taking into account that an order in 
the PI proceedings may be reversed. In this context, the interests of the parties must be weighed.  
 
It should be borne in mind that any patent infringement and the time delay associated with its 
prosecution in the main proceedings is usually accompanied by a continuation of the infringement 
of the applicant’s rights, at least for a limited period of time. Unless there are special circumstances 
which require and necessitate provisional measures, this is generally acceptable. This is reflected 
in the concept of urgency, for which it is not sufficient that the Applicant has not hesitated to 
enforce its rights. Rather, it must be necessary to order provisional measures, which does not 
mean that the Applicant must suffer irreparable harm without the grant of provisional measures 
(UPC_CoA_182/2024, Order of 25 September 2024, para. 237 – Mammut Sports v. Ortovox 
Sportartikel). However, this does not exempt the Court from considering whether provisional 
measures are necessary in the specific case (UPC_CFI_2/2023 (LD Munich), Order of 19 September 
2023, GRUR 2023, 1513, 1525 – Nachweisverfahren; UPC_CFI_463/2023 (LD Düsseldorf), Order of 
30 April 2024 – 10x Genomics v. Curio Bioscience). 
 
bb) 
Having said this, the Applicant’s submissions are sufficient to justify the need, in principle, to order 
provisional measures.  
 
The parties are suppliers to the automotive industry. They are in direct competition with each 
other. As the Defendants themselves have pointed out with regard to the damage that could be 
caused by a preliminary injunction, it is difficult to switch from one solution to another in this field 
of practice, both in terms of technical implementation and in terms of the necessary approval pro-
cedures, including homologation. Once a car manufacturer has decided in favour of the Defend-
ants, the Applicant’s market is initially blocked in this respect. The Applicant is therefore threat-
ened with a permanent loss of market share. Against this background, it is essential for the pro-
tection of the Applicant and the effective enforcement of its patent to intervene at an early stage 
and to prevent car manufacturers from deciding in favour of the challenged embodiments and 
implementing them in their products.  
 
On the one hand, this concerns the relationship with BMW. The challenged embodiments are not 
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only already implemented in five BMW models, three of which were originally equipped with the 
Applicant’s GMGs. Rather, the Applicant also contends that there is a serious concern that Defend-
ants 1) and 2) will attempt to sell the challenged embodiments to BMW for other car models, in 
addition to those that were initially supplied with Valeo’s GMGs. According to the Applicant, it is 
to be feared that in the coming weeks and months all remaining mild hybrid transmissions initially 
equipped by the Applicant with GMGs may be successively replaced by the challenged embodi-
ments (see also Exhibit B&B 5: “The contract between Magna and BMW Group also includes pro-
duction of mild hybrid transmissions for additional models […] starting with the new BMW 2 Active 
Tourer”). Defendants themselves have explained in detail the effort involved in switching from 
their GMGs to the Applicant’s GMGs (see Rejoinder, p. 77 – 83). If this were the case, the market 
for BMW models additionally equipped with Defendants’ GMGs would initially be blocked for the 
Applicant. In order to prevent this, it is necessary to order provisional measures. A later decision 
on the merits would provide the Applicant with inadequate legal protection. 
 
The Defendants’ arguments do not dispel this fear. To the extent that Defendants argued at the 
oral hearing that the challenged embodiments are part of a dying market because the technology 
is changing from 48 V to higher voltage solutions that require less engineering, this contradicts 
their own statement in the press release available as Exhibit B&B 22, which states, inter alia, as 
follows: 
 

“Although market trends show a clear shift towards electrified vehicles, the share of conventional 
powertrain systems will still be globally significant during the next decade. Therefore, Magna contin-
ues to work intensively on efficiency improvement of all conventional and mild hybrid drivetrain so-
lutions.” 
 
(Underlining added by the Court) 

 
Even if such a press release is a marketing tool, it shows that, although the current market situation 
may be difficult, Defendants still consider this business area to be of considerable importance in 
the next years. Ultimately, the question of whether the market is increasing or decreasing is not 
decisive. Even in a decreasing market, the Applicant has a legitimate interest in securing its market 
share in what will then be a smaller market. This is all the more so as the Defendants themselves 
have stated that the use of their products leads to a reduction in CO2 emissions. In view of the EU’s 
increasingly stringent CO2 reduction requirements, it is quite possible that other OEMs will switch 
to the challenged embodiments. This is also true in a decreasing market. 
 
Defendants have not denied that they are also interested in selling the challenged embodiment to 
other car manufacturers. In this context, it must also be taken into account, according to the Ap-
plicant’s pleading at the oral hearing, that supporting elements such as the challenged embodi-
ment I can be used in different areas of a car. 
 
To the extent that the Applicant mentioned a possible sale to Stellantis, it is undisputed that the 
Defendants had already contacted Stellantis, albeit unsuccessfully. It can be assumed, in favour of 
the Defendants, that Stellantis has just bought its own factory and has switched to another solu-
tion. However, this does not exclude the possibility that Stellantis may in the future use the parties’ 
products and in particular also the challenged embodiments.  In such a situation, the Applicant can 
be protected by a preliminary injunction. 

b) 
However, this does not mean that provisional measures should always be granted simply because 
the Applicant has an interest in them. Rather, the Court has the discretion to weigh up the interests 
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of the parties and in particular to take into account the potential harm for either of the parties 
resulting from the granting or the refusal of the injunction (Art. 62(2) UPCA). Based on this, De-
fendants have made detailed submissions on the issue of possible damages in the event of an 
injunction. In the case at hand, it is not necessary to decide whether the interests of third parties 
should also be taken into account in the balancing of interests. This is because the harm alleged 
by the Defendants in the present case affects themselves, at least in form of possible recourse 
claims by their customer. 

According to the Defendants, Defendants 1) and 2) and their customer BMW would suffer exten-
sive damage if a preliminary injunction were granted, which would far exceed the damage suffered 
by the Applicant as a result of the infringement of the patent in suit. 

As the Defendants have submitted, the challenged embodiments could not easily be replaced by 
the Applicant’s GMGs (see also affidavits HRM 19a and HRM 25a). Switching from the Magna to 
the Valeo 48V system would be a violation of the homologation/type approval of the BMW 
Minivan vehicles in general and the U25 in particular, whereas type approval and homologation 
are in the responsibility of Defendants’ customer BMW. In addition, […]. Furthermore, […]. In par-
ticular, […]. In addition, […].  

Defendants have explained in detail (see Rejoinder, pp. 77 - 84) the main structural and functional 
differences between the two e-machines (see also Exhibit HRM 25a). Due to these differences, 
which have been implemented to improve the transmission system, the Defendants contend that 
[…]. On this basis, the submissions, including Applicant’s additional explanation at the oral hearing, 
do not allow the conclusion that the challenged embodiment could be easily replaced by the Ap-
plicant’s system in the vehicles in which the Applicant’s products were originally used.  

In addition, according to the Defendants’ undisputed submission, vehicles fitted with Applicant’s 
products emit more CO2 than those using the challenged embodiments. Irrespective of whether 
BMW complies with the EU requirements for other reasons and independently of the use of the 
challenged embodiments, the higher CO2 emissions increase the risk that BMW will not accept a 
switch back to the Applicant’s GMGs.  

Furthermore, Defendants have argued that a change to the Applicant’s products would require a 
reapplication for the homologation of all vehicles concerned. BMW would not be able to place 
such vehicles equipped with Valeo e-machine on the EU market because it does not hold the  
necessary type approvals under the harmonised EU product regulations for automotive vehicles. 
To the best of Defendant 1)’s knowledge, BMW does not hold a valid EU type-approval for the 
placing on the market of its models in their current configuration fitted with the Valeo e-machine 
instead of the Magna 48V system. According to the Defendants, BMW cannot rely on the type-
approvals it has obtained for its current BMW vehicles in order to fit those vehicles with the Valeo 
e-machine of the Magna 48V system. Nor could BMW use type-approvals issued for previous ver-
sions of its models which were equipped with the Valeo e-machine. This was explained in detail by 
Defendants (see Rejoinder, pp. 71 - 77) and remained undisputed. 

Having regard to these circumstances, it cannot be established on the basis of the state of the facts 
and the disputes that the challenged embodiments can actually be easily replaced by the Appli-
cant’s GMGs, as claimed by the Applicant. This applies in any event to those BMW models which 
have been equipped with the Defendant’s products from the outset and in which the Applicant’s 
GMGs have therefore never been installed. However, as mentioned above, the Applicant has also 
not been able to convince the Panel that these three car models in which the Applicant’s GMGs 
were implemented in the past, could be re-equipped with the Applicant’s GMGs without further 
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delay, despite the necessary modifications explained in detail by the Defendants, the necessary 
homologation and despite the facelift of the BMW car models in the meantime. On this basis, the 
Defendants’ argument that, in the event of a preliminary injunction in the present case, BMW 
would have to cease production of vehicles with Magna HDR during the redesign process is con-
clusive. The Applicant has not sufficiently demonstrated that this standstill could be compensated 
by the production of other vehicles not equipped with the GMGs in question. In the light of the 
Defendants’ detailed submissions, supported by affidavits (Exhibits HRM 19b, HRM 25J), the Ap-
plicant’s mere general reference to the abstract possibility of producing other car models is insuf-
ficient, as is the reference to the fact that the production of multi-hybrid vehicles accounts for only 
10 % of production. 

As the Defendants have further explained, in the event of an interruption of supply, the buyer (and 
therefore BMW) may, pursuant to section 3.5. of the International Purchasing Conditions for Pro-
duction Material and Motor Vehicle Parts, claim compensation for the resulting damage. The letter 
submitted by the Defendants as Exhibit HRM 25e shows that BMW is in principle prepared to en-
force such claims. 

On the basis of the Defendants’ submissions, the overall daily damage which would arise is […]. 

There is no need for further clarification of damages in these PI proceedings. On the basis of the 
foregoing, it remains to be stated that, in the event of a preliminary injunction, the Defendants 
will no longer be able to supply the challenged embodiment to BMW. A change to other GMGs is 
only possible with a considerable amount of time due to the lack of authorisation and the neces-
sary modifications. On the basis of the party’s submissions, the Court cannot conclude that BMW 
could easily revert to the Applicant’s GMGs, at least for the models which have already been fitted 
with the Applicant’s GMGs in the past. Nor can the Court find that BMW would be able to com-
pensate for loss of supply of the challenged embodiments by producing and using other compo-
nents which do not contain the challenged embodiments. Defendants have sufficiently explained 
and also substantiated by means of corresponding calculations that a partial production stop, 
which is at least imminent, may lead to considerable damage for BMW and ultimately also for the 
Defendants through recourse claims. The Applicant has not been able to counter this with anything 
substantial.  

As far as the balancing of interests is concerned, it should be noted at this stage that BMW, and 
thus the corresponding recourse claims in the event of a preliminary injunction, are threatened 
with considerable damage.  

c) 
Taking into account the Applicant’s legitimate interest in a preliminary injunction, and also taking 
into account the potential harm in case of a preliminary injunction, there is no reason to refrain 
from a preliminary injunction in general. Rather, the harm identified by the Defendants can already 
be avoided by tailoring the preliminary injunction. The purpose of balancing of interests is to avoid 
undue consequences. Therefore, if the legal requirements are met in a specific case, a preliminary 
injunction should in principle be granted (Bopp/Kircher, Handbuch der Patentverletzung, 2nd edi-
tion, § 22 Rz. 94). In order to ensure the effective enforcement of the patentee’s interests, re-
strictions to this principle must be limited to the minimum necessary in order to take sufficient 
account of the Defendants’ interests.  

In the present case, the massive damage referred to by the Defendants results solely from the fact 
that, in the event of an injunction, the Defendants will no longer be able to fulfil their current 
obligations to BMW.  
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The scope of the preliminary injunction must therefore be limited. The threatened damages in the 
event of a preliminary injunction covering the Defendants’ current supply obligations to BMW are 
so high that an order to provide security is not a suitable instrument for providing adequate secu-
rity. The amount of security required would be so high that the injunction would be ineffective. 
On the other hand, setting a lower security would not provide adequate protection for the De-
fendants. 

In the light of the foregoing, it is considered appropriate and in the interests of the parties to limit 
the scope of the preliminary injunction as far as supplies to BMW are concerned, in order to ensure 
full compliance with the Defendants’ current obligations in this respect. However, there is no ap-
parent reason to limit the scope of the injunction beyond this narrowly defined area.  

d) 
Defendants’ allegation that the Applicant did not act in good faith cannot be taken into account in 
the weighing of interests in favour of the Defendants.  

Considering the date of the publication of the application for the patent in suit (May 2016) and the 
date of the publication of the grant of that patent (March 2022), Defendants had sufficient time 
to have their accusation that the Applicant had applied for a patent on the Defendants’ invention 
clarified by the competent national courts. In Germany, however, they did not make use of this 
option until the end of the oral hearing in this case. A vindication action was brought in France, 
but only after the Application for provisional measures had been served. The fact that Defendants’ 
allegation that the Applicant did not act in good faith and had the Defendants invention patented 
has not yet been clarified is therefore the Defendants’ responsibility. In view of this, there is no 
reason to consider this allegation in favour of the Defendants in the balancing of interests.  

The mere fact that the patent in suit is not mentioned in Attachment #11 of the Nomination Letter 
(Exhibits HRM 9e; HRM 22a-13) does not change this. Even if the patent in suit should have been 
mentioned there (which is not necessary to decide in the present case), Defendants could not rely 
on this list. That it is not to be understood as a black list, which would allow the Defendants to 
develop (alleged) workarounds with legal certainty, can already be seen from the fact that the 
parties did not agree on an obligation to update this list.  

V. 
As a result, the Panel finds that it is more likely than not that the patent in suit is infringed by the 
Defendants offer and distribution of the challenged embodiments I and II in the Contracting Mem-
ber States Germany and France (Art.  25(a) UPCA). Furthermore, it is more likely than not that the 
patent in suit is valid. Since the granting of provisional measures is also necessary in terms of time 
and substance, and since the weighing of interests is also in favour of the Applicant, the legal con-
sequences are as follows: 

1. 
The Panel, in the exercise of its discretion (R. 209.2 RoP), considers the grant of a preliminary in-
junction to be appropriate and justified (Art. 62(1), 25(a) UPCA). Only a preliminary injunction 
takes into account the Applicant’s interest in the effective enforcement of the patent in suit. 

The present order takes account of the potentially significant harm identified by the Defendants 
as being caused by a preliminary injunction by allowing Defendants to fulfil their existing obliga-
tions to their customer BMW notwithstanding the preliminary injunction. This is a narrowly de-
fined exception which takes account of the particularities of the automotive industry supply mar-
ket in general and the (potential) harm specifically identified in the present case in the event of an 
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unlimited preliminary injunction. The order preserves the status quo while ensuring at the same 
time that the Defendants cannot expand their business activities in relation to the challenged em-
bodiments. In particular, the preliminary injunction prohibits the Defendants from offering or dis-
tributing the challenged embodiments I and II to other customers than BMW. An increase in the 
quantities supplied to BMW beyond the existing contracts is also excluded.   

In order to minimise the disadvantages for the Applicant associated with such a strictly limited 
possibility of further use, Defendants are obliged to provide security in return. The amount of se-
curity corresponds to the amount indicated by the Defendants, which is obviously based on the 
value in dispute. The Applicant has not submitted any reasons why a higher security is necessary. 
Therefore, there is no reason to deviate from the amount stated by the Defendants. 

2. 
Since Defendants are permitted to continue to supply BMW to a strictly limited extent, an order 
for delivery to a bailiff as requested (Art. 62(3) UPCA in conjunction with R. 211.1 (b) RoP) is ex-
cluded. 

3. 
The threat of penalty payments in the event of non-compliance is based on R. 354.3 RoP. The 
setting of an overall limit gives the Panel the necessary flexibility to also take into account the 
Defendants’ behaviour in the event of an infringement and, on that basis, to determine an appro-
priate penalty payment in accordance with R. 354.4 RoP. 

4. 
Pursuant to R. 211.5 RoP, the Court may require the provision of adequate security to ensure that 
the Defendant is adequately compensated for the damage which it is likely to suffer if the Court 
revokes the Order for provisional measures. Unless the specific case exceptionally requires other-
wise, this option should normally be used. The decision to grant provisional measures is based only 
on a preliminary assessment of the factual and legal situation, which is inherently uncertain. In 
addition, the preliminary injunction represents a considerable interference with the rights of the 
infringer, who is massively restricted in the exercise of its economic activity. This uncertainty and 
the intensity of the interference can only be taken into account by ordering the provision of a 
security (UPC_CFI_452/2023 (LD Düsseldorf), Order of 9 April 2024 – Ortovox Sportartikel v. Mam-
mut Sports; UPC_CFI_463/2024, Order of 30 April 2024 – 10x Genomics v. Curio; Tilmann/Plass-
mann, Einheitspatent, Einheitliches Patentgericht, Regel 211 para. 32).  

As far as the amount of the security is concerned, it should cover the costs of the proceedings, 
other costs arising from the enforcement and any compensation for damage suffered or likely to 
be suffered (R. 352.1 RoP). However, it is difficult for the Court to estimate the amount of possible 
enforcement damages at the time the order is issued. Against this background, the security is 
based on the value in dispute, unless the Defendants take the opportunity to provide further in-
formation on the potential harm caused by the preliminary injunction.  

In the present case, the Defendants have taken the opportunity to provide detailed information 
on the potential harm caused by a preliminary injunction. Therefore, there is no reason to base 
the amount of security on the value in dispute. However, in view of the fact that the Panel has 
allowed the Defendants to fulfil their current supply obligations to BMW (within narrow limits), 
the Panel considers a security deposit of EUR 2,500,000 to be sufficient, but also necessary, to take 
account of possible compensation claims by the Defendants in the event that the preliminary in-
junction is lifted. 
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5. 
According to the previous case law of the Düsseldorf Local Division, there is no reason for a deci-
sion on the obligation to bear legal costs (UPC_CFI_452/2024 (LD Düsseldorf), Order of 9 April 2024 
– Ortovox Sportartikel v. Mammut Sports; UPC_CFI_463/2024 (LD Düsseldorf), Order of 30 April 
2024 – 10x Genomics v. Curio). Meanwhile, the Munich Local Division has ruled in a similar way 
(UPC_CFI_74/2024, Order of 27 August 2024 – Hand Held Products v. Scandit AG).  

The background of this case law is that neither Art. 69 UPCA nor R. 118.5 RoP constitute a suitable 
basis for a decision on the obligation to bear the costs in PI proceedings. At least as long as the PI 
proceedings are followed by proceedings on the merits, there is no unintended loophole that 
would be required for an analogy. Where proceedings on the merits are preceded by the ordering 
of provisional measures, the Rules of Procedure provide for a two-stage-procedure: In order that 
the Applicant does not have to advance the costs of the application for provisional measures over 
a long period of time and thus also bear the risk of the other party’s insolvency, it has the possibility 
to oblige the defendant to reimburse the provisional costs included in the order of provisional 
measures. In the proceedings on the merits, the Court will then decide on the obligation to bear 
the costs on the basis of R. 118.5 RoP, which will form the basis for any subsequent procedure for 
a decision on costs (R. 150 et seq. RoP). Thus, there is no (unintentional) gap in the rules, as long 
as the PI proceedings are followed by proceedings on the merits. The requirements for an analogy 
are not met in such a constellation (UPC_CFI_452/2024 (LD Düsseldorf), Order of 9 April 2024 – 
Ortovox Sportartikel v. Mammut Sports; UPC_CFI_463/2024 (LD Düsseldorf), Order of 30 April 
2024 – 10x Genomics v. Curio). 

To the extent that the Court of Appeal has now recognised the possibility of a decision on the 
obligation to pay costs in PI proceedings (UPC_CoA_182/2024, Order of 25 September 2024, para. 
257), it is not clear from the reasoning of this order what the legal basis for such a decision on 
costs should be. R. 242.1 RoP, cited by the Court of Appeal, merely states that the Court of Appeal 
shall either dismiss the appeal or set aside the decision or order in whole or in part, substituting 
its own decision or order, including an order as to costs, both in respect of the proceedings at first 
instance and the appeal. However, it is silent on when and under what conditions such a decision 
has to be taken by the Court of First Instance. Against this background, the Panel adheres to the 
previous case law of the Düsseldorf Local Division.  

6. 
The Applicant requested the provisional reimbursement of costs in the amount of EUR 21,000. 
Taking into account the partial dismissal of the Application, the Panel ordered the reimbursement 
of provisional costs at the amount of EUR 14,700 (Art. 69 UPCA in conjunction with R. 211.1 (d) 
RoP). 
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ORDER: 
 
I.  The Defendants are ordered to refrain from,  
 

in  
 

the Federal Republic of Germany and/or  
the French Republic, 

 
offering, placing on the market or using, or importing or storing the product for those 
purposes,  
 
1.  a rotary electric machine, notably for a motor vehicle, comprising: 
 

-  a stator and a rotor which are mounted inside a casing, 
 
-  a shaft comprising: 
 

-  at its first end, a coupling member comprising a pinion notably for 
coupling said rotary electric machine to a corresponding pinion of a 
host element, and 

 
-  at its second end, an adjusting portion designed to allow said shaft to 

be turned, notably on insertion of said rotary electric machine in a 
enclosure of said host element, 

 
the casing comprising an indexing member designed to allow angular indexing of 
said rotary electric machine in a predetermined position upon its insertion into 
said enclosure of said host element intended to be coupled to said rotary electric 
machine, 
 
the rotary electric machine being characterized in that it comprises: 
 
-  a cooling circuit designed notably to allow a lubricating and/or cooling liq-

uid, for example oil, to flow inside the rotary electric machine; 
 

2.  an assembly that has  
 

a host element with an enclosure and  
 
a rotary electric machine as defined in I. 1. inserted into said enclosure.  

 
II. As an exception to the injunction in Section I, the Defendants are permitted to fulfil 

their current obligations with regard to the challenged embodiments I and II towards 
their customer BMW within the framework and the scope of the existing delivery ob-
ligations (Status: 8 October 2024) for the following models: 

 

 X1 

 X2 

 1 Series 
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 2 Series Active Tourer 

 Mini Countryman. 
 

This exception shall no longer apply if the Defendants do not provide security in form 
of a deposit or a bank guarantee issued by a bank licensed to do business in the EU in 
the amount of EUR 500,000 by 21 November 2024.  
 

III. For each individual case of non-compliance with the order under I. the respective De-
fendant must pay a recurring penalty payment of up to EUR 250,000 to the Court (re-
peatedly if necessary). These penalties will be determined by the Local Division in Düs-
seldorf upon request by the Applicant (Art. 63(2) UPCA; R. 354.3 RoP). 

 
IV. The Defendants are ordered, as joint and several debtors, to provisionally bear a share 

of the costs of the proceedings in the amount of EUR 14,700 until the claim for reim-
bursement of costs has been finally decided upon, or until an amicable settlement has 
been reached. 

 
V. The orders are effective and enforceable against the provision of security by the Appli-

cant in form of a deposit or a bank guarantee issued by a bank licensed to do business 
in the EU in the amount of EUR 2,500,000. 

 
VI. For the remaining parts, the Application for provisional measures is dismissed. 
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DETAILS OF THE ORDER: 

Main file reference: ACT_39183/2024 

UPC number:   UPC_CFI_368/2024 

Type of procedure: Application for provisional measures 

 
 
Issued in Düsseldorf on 31 October 2024 
 
NAMES AND SIGNATURES 
 

 
 
 
Presiding Judge Thomas 
 
 
 

 

 
 
 
Legally Qualified Judge Dr Thom 
 
 
 

 

 
 
 
Legally Qualified Judge Bessaud 
 
 
 

 

 
 
 
Technically Qualified Judge Sanchini 
 
 
 

 

 
 
 
for the Sub-Registrar Boudra-Seddiki 
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Notice on the right on appeal: 
 
The Applicant and the Defendants may bring an appeal against the present order within 15 days of 
service of this order (Art. 73(2)(a), 62 UPCA, R. 220.1(c), 224.2(b) RoP). 
 
Information about enforcement (Art. 82 UPCA, Art. Art. 37(2) UPCS, R. 118.8, 158.2, 354, 355.4 

RoP): 

An authentic copy of the enforceable order will be issued by the Deputy-Registrar upon request of 
the enforcing party, R. 69 RegR. 
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